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REMARKS 

Reconsideration of the rejections set forth in the Office action mailed November 
5, 2003 is respectfully requested. Claim 34 is currently pending. 

I. Priority Claim and Objection to Specification 

As discussed in the Office Action, the applicants filed, on January 16 th , 2003, a 
preliminary amendment adding a claim to the benefit of prior applications 09/354,947, 
08/482,080, 08/171,389, 08/123,936, 07/996,783, and 07/723,618 to the first page of 
the specification. 

The Examiner has stated that, because the amendment was filed in excess of 
four months from the actual filing date of the application and in excess of sixteen 
months from the filing of the priority document, and was not accompanied by a 
grantable petition to accept an unintentionally delayed claim to priority, the amendment 
is improper and has not been entered for the purposes of claiming priority. 

It is the applicants' understanding that such a petition and surcharge are not 
required in the present circumstances. The current version of the MPEP (8 th ed. Rev. 
1 ), in Section 201 .1 1 , at page 200-75, states the following (emphasis added): 

If an applicant includes a claim to the benefit of a prior application elsewhere in 
the application but not in the manner specified in 37 CFR 1.78(a)(2)(i) and 
(a)(2)(iii) or 37 CFR 1.78(a)(5)(i) and (a)(5)(iii) (e.g., if the benefit claim is 
included in an unexecuted oath or declaration or the application transmittal 
letter ) within the time period set forth in 37 CFR 1 .78(a)(2)(ii) or (aVSMii) . the 
Office will not require a petition and the surcharge under 37 CFR 1 . 1 7(t) to 
correct the benefit claim if the information concerning the benefit claim 
contained elsewhere in the application was recognized by the Office as shown 
by its inclusion on a filing receipt . This is because the application will have been 
scheduled for publication on the basis of such information concerning the 
benefit claim. Applicant must still submit the benefit claim in the manner 
specified in 37 CFR 1.78(a)(2)(i) and (a)(2)(iii) or 37 CFR 1.78(a)(5)(i) and 
(a)(5)(iii) (i.e., by an amendment in the first sentence of the specification or in 
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an ADS) to have a proper claim under 35 U.S.C. 120 or 1 19(e) and 37 CFR 
1 .78 to the benefit of a prior application. 

A claim to the benefit of prior applications 09/354,947, 08/482,080, 08/171 ,389, 
08/123,936, 07/996,783, and 07/723,618 was included in the application transmittal 
letter for the present application (*copy enclosed) on the filing date of November 13, 
2001 1 which is within the time period set forth in 37 CFR 1 .78(a)(2)(ii) or (a)(5)(ii). This 
information was recognized by the Office, as shown by its inclusion on the filing receipt 
mailed February 5, 2002 (*copy enclosed). 

In accordance with the MPEP, above, the Office will not require a petition and the 
surcharge under 37 CFR 1 .17(t) to correct the benefit claim in these circumstances. 

Accordingly, the applicants request that the preliminary amendment dated 
January 16 th , 2003, submitting the benefit claim in the manner specified in 37 CFR 

I . 78(a)(2)(i) and (a)(2)(iii) (i.e., by an amendment in the first sentence of the 
specification), be entered, and that the claim to priority be recognized. 

II. Rejections under 35 U.S.C. §1 02(b) 

Claim 34 was rejected under 35 U.S.C. §102(b) as being anticipated by U.S. 
Patent Nos. 5,693,463, 5,578,444, 5,726,014, 6,010,849, 5,738,990, 5,744,131, and 
5,306,619. 

This rejection is respectfully traversed for the following reasons. 

As indicated by the Examiner, these rejections are presented in light of the denial 
of priority claim, which is traversed above. The earliest effective prior art date for any of 
the above-referenced patents is the same as the earliest priority date claimed in the 
current application; i.e. June 27, 1991 . Because the claim to priority should be 
recognized, in view of the remarks in Section III above, these patents are not available 
as 102(b) or 102(e) prior art against the application. Accordingly, the applicants request 
that the rejections under §1 02(b) be withdrawn. 
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III. Obviousness-Type Double Patenting Rejection 

Claim 34 was rejected under the judicially created doctrine of obviousness-type 
double patenting as being directed to an invention not patentably distinct from claim 1 of 
commonly assigned U.S. Patent No. 5, 578,444. 

A Terminal Disclaimer prepared in accordance with 37 CFR §1 .321 (b) and (c) is 
enclosed. The signed Terminal Disclaimer will obviate the above obviousness-type double 
patenting rejection. 

IV. Conclusion 

In view of the foregoing, the applicant submits that the claims now pending are 
now in condition for allowance. A Notice of Allowance is, therefore, respectfully 
requested. 

If in the opinion of the Examiner a telephone conference would expedite the 
prosecution of the subject application, the Examiner is encouraged to call the 
undersigned at (650) 838-4403. 



Respectfully submitted, 





Registration No. 37,337 



Correspondence Address: 

Payor Number 2291 8 
Phone: (650)838-4403 
Fax: (650)838-4350 
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